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Status 

1 Responsive to communication(s) filed on 25 November 2003 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 1^3 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 1^3 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^1 The specification is objected to by the Examiner. 

10) S The drawing(s) filed on 11/25/2003 is/are: a)E3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 
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2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 
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DETAILED ACTION 

An examination of this application reveals that applicant is unfamiliar with patent 
prosecuting procedure. Applicant is reminded that the revision of the specification and 
claims to present the application in proper form is required. While an application can be 
amended to make it clearly understandable, no subject matter can be added that was 
not disclosed in the application as originally filed. 

Applicant is advised to arrange the content of the specification as described 

below: 

Content of Specification 

(a) Title of the Invention. (See 37 C.F.R, 1 .72(a)). The title of the invention 
should be placed at the top of the first page of the specification. It should 
be brief but technically accurate and descriptive, preferably from two to 
seven words. 

(b) Cross-References to Related Applications: See 37 C.F.R, 1.78 and 
section 201 .1 1 of the M.P.E.P. This relates to any other applications that 
Applicant has pending before the Patent Office. 

□ Statement as to rights to inventions made under Federally sponsored 
research and development (if any): See section 310 of the M.P.E.P. 

(d) Background of the Invention: The specification should set forth the 
Background of the Invention in two parts: 

(1 ) Field of the Invention: A statement of the field of art to which the 
invention pertains. This statement may include a paraphrasing of 
the applicable U.S. patent classification definitions of the subject 
matter of the claimed invention. This item may also be titled 
'Technical Field". 

(2) Description of the Related Art: A description of the related art 
known to the applicant and including, if applicable, references to 
specific related art and problems involved in the prior art which are 
solved by the applicant's invention. This item may also be titled 
"Background Art". 
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(e) Summary: A brief summary or general statement of the invention as set 
forth in 37 C.F.R.. 1 .73. The summary is separate and distinct from the 
abstract and is directed toward the invention rather than the disclosure as 
a whole. The summary may point out the advantages of the invention or 
how it solves problems previously existent in the prior art (and preferably 
indicated in the Background of the Invention). In chemical cases it should 
point out in general terms the utility of the invention. If possible, the nature 
and gist of the invention or the inventive concept should be set forth. 
Objects of the invention should be treated briefly and only to the extent 
that they contribute to an understanding of the invention. 

(f) Brief Description of the Drawing(s): A reference to and brief description of 
each of the drawing figure(s) as set forth in 37 C.F.R, 1 .74. 

(g) Description of the Preferred Embodiment(s): A description of the preferred 
embodiment(s) of the invention as required in 37 C.F.R, 1 .71 . The 
description should be as short and specific as is necessary to describe the 
invention adequately and accurately. This item may also be titled "Best 
Mode for Carrying Out the Invention". Where elements or groups of 
elements, compounds, and processes, which are conventional and 
generally widely known in the field of the invention described and their 
exact nature or type is not necessary for an understanding and use of the 
invention by a person skilled in the art, they should not be described in 
detail. However, where particularly complicated subject matter is involved 
or where the elements, compounds, or processes may not be commonly 
or widely known in the field, the specification should refer to another 
patent or readily available publication which adequately describes the 
subject matter. 

(h) Claim(s) (See 37 C.F.R.. 1 .75): A claim may be typed with the various 
elements subdivided in paragraph form. There may be plural indentations 
to further segregate subcombinations or related steps. The structure 
which goes to make up the device must be clearly and positively specified. 
The structure must be organized and correlated in such a manner as to 
present a complete operative device. The claim(s) must be in one 
sentence form only. Note the format of the claims in the patent cited. 

(I) Abstract: The abstract should be in narrative form and generally limited to 
a single paragraph on a separate sheet within the range of 50 to 250 
words. It is important that the abstract not exceed 250 words in length 
since the space provided for the abstract on the computer tape used by 
the printer is limited. The form and legal phraseology often used in patent 
claims, such as "means" and "said", should be avoided. The abstract 
should describe the disclosure sufficiently to assist readers in deciding 
whether there is a need for consulting the full patent text for details. 
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The language should be clear and concise and should not repeat 
information given in the title. It should avoid using phrases which can be 
implied, such as, "The disclosure concerns," "The disclosure defined by 
this invention," "The disclosure describes," etc. 

A patent abstract is a concise statement of the technical disclosure 
of the patent and should include that which is new in the art to which the 
invention pertains. 

If the patent is of a basic nature, the entire technical disclosure may 
be new in the art, and the abstract should be directed to the entire 
disclosure. 

If the patent is in the nature of an improvement in an old apparatus, 
process, product, or composition, the abstract should include the technical 
disclosure of the improvement. 

In certain patents, particularly those for compounds and 
compositions, wherein the process for making and/or the use thereof are 
not obvious, the abstract should set forth a process for making and/or use 
thereof. 

If the new technical disclosure involves modifications or 
alternatives, the abstract should mention by way of example the preferred 
modification or alternative. 

The abstract should not refer to purported merits or speculative 
applications of the invention and should not compare the invention with 
the prior art. 

Where applicable, the abstract should include the following: (1) if a 
machine or apparatus, its organization and operation; (2) if an article, its 
method of making; (3) if a chemical compound, its identity and use; (4) if 
a mixture, its ingredients; (5) if a process, the steps. Extensive 
mechanical and design details of apparatus should not be given. 
As per 37 CFR 1.52(b), the application papers must be plainly written (preferably 
typed) on but one side of the paper. The size of all sheets of paper should be 8 to 8 □ 
by 10D to 13 inches (20.3 to 21.6 cm by 26.6 to 33.0 cm). Margins of at least 
approximately 1 inch on the left hand side and 3/4 inch on the top must be reserved on 
each page. The lines on each page should be double spaced to permit the insertion of 


amendment. The pages of application, including the claims and abstract should be 
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numbered consecutively, starting with 1, the numbers being centrally located preferably 
below the text. 

If Applicant wishes to continue to prosecute this patent application, applicant 
must reply in writing. It would be of great assistance to the Office if all incoming papers 
pertaining to a filed application carried the following items: 

1 . Serial number (checked for accuracy). 

2. Group art unit number (copied from filing receipt or most recent Office 
Action). 

3. Filing date. 

4. Name of the examiner who prepared the most recent Office action. 

5. Title of invention. 

6. Name of Applicants. 

Applicant's reply should identify the Office Action the amendment is in response to by its 
mailing date or paper no. and must specifically request further examination and 
reconsideration. Applicant or Applicant's registered representative must sign the reply. 

In a reply to an Office Action, Applicant can amend the specification, drawings 
and claims to overcome objections and rejections as well as argue against any position 
taken by the Examiner. Applicant's arguments and other pertinent comments should 
appear under the heading "REMARKS". In Applicant's remarks, applicant must point 
out each error, if any, applicant believes the Examiner has made in the current Office 
Action and/or how any amendments Applicant has made to the specification, drawings 
and claims overcome the Examiner's objections and rejections. Applicant must respond 
to each and every ground of rejection and objection raised in the current Office Action. 

To overcome the objection and rejection for lack of an enabling disclosure, 
Applicant can argue that the holding of non-enabling by the Examiner is in error. To be 
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persuasive, however, such an argument must point out where, in the specification as 
originally filed, the specification provides the necessary detailed disclosure for 
supporting the claimed invention. Alternatively, the Applicant could rebut the 
Examiner's holding of non-enabling by submitting evidence that the disclosure as it now 
stands is sufficient to enable an artisan, of ordinary skill, to make and use the invention. 
Such evidence should take the form of patents or literature published before the filing 
date of Applicant's application. Alternatively, the evidence could take the form of one or 
more affidavits by skilled in the art, stating facts , and on the basis of their knowledge 
and skill, establish that, on or before the filing date of Applicant's application, one of 
ordinary skill in the art could make and use the claimed invention from reading the 
specification without undue experimentation. 

Applicant can amend the specification and drawings by sending the Office a 
signed letter directing the Office to make the specified alterations. Amendments are 
governed by 37 CFR 1.121. Amendments to the specification may be made by either 
adding, deleting or replacing a paragraph, by replacing a section, or by a substitute 
specification. To delete, replace or add a paragraph the following must be included: 

(i) An instruction, which unambiguously identifies the location, to delete one or 
more paragraphs of the specification, replace a paragraph with one or more 
replacement paragraphs, or add one or more paragraphs; 

(ii) The full text of any replacement paragraph with markings to show all the 
changes relative to the previous version of the paragraph. The text of any added 
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subject matter must be shown by underlining the added text. The text of any 
deleted matter must be shown by strike-through except that double brackets 
placed before and after the deleted characters may be 
used to show deletion of five or fewer consecutive characters. The text of any 
deleted subject matter must be shown by being placed within double brackets if 
strikethrough cannot be easily perceived; 

(iii) The full text of any added paragraphs without any underlining; and; 

(iv) The text of a paragraph to be deleted must not be presented with strike- 
through or placed within double brackets. The instruction to delete may identify a 
paragraph by its paragraph number or include a few words from the beginning, 
and end, of the paragraph, if needed for paragraph identification purposes. 

To make an amendment by substitute specification the following must be provided: 

(i) An instruction to replace the specification; and 

(ii) A substitute specification in compliance with §§ 1 .125(b) and (c). 

Amendments to a claim must be made by rewriting the entire claim with all 
changes (e.g., additions and deletions) as indicated in this subsection, except when the 
claim is being canceled. Each amendment document that includes a change to an 
existing claim, cancellation of an existing claim or addition of a new claim, must include 
a complete listing of all claims ever presented, including the text of all pending and 
withdrawn claims, in the application. The claim listing, including the text of the claims, in 
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the amendment document will serve to replace all prior versions of the claims, in the 
application. In the claim listing, the status of every claim must be indicated after its claim 
number by using one of the following identifiers in a parenthetical expression: (Original), 
(Currently amended), (Canceled), (Withdrawn), (Previously presented), (New), and (Not 
entered). All of the claims presented in a claim listing shall be presented in ascending 
numerical order. Consecutive claims having the same status of "canceled" or "not 
entered" may be aggregated into one statement (e.g., Claims 1-5 (canceled)). 

The claim listing shall commence on a separate sheet of the amendment 
document and the sheet(s) that contain the text of any part of the claims shall not 
contain any other part of the amendment. All claims being currently amended in an 
amendment paper shall be presented in the claim listing, indicate a status of "currently 
amended," and be submitted with markings to indicate the changes that have been 
made relative to the immediate prior version of the claims. The text of any added 
subject matter must be shown by underlining the added text . The text of any deleted 
matter must be shown by strik e through except that double brackets placed before and 
after the deleted characters may be used to show deletion of five or fewer 
consecutive characters. The text of any deleted subject matter must be shown by 
being placed within double brackets if strike-through cannot be easily perceived. Only 
claims having the status of "currently amended," or "withdrawn" if also being amended, 
shall include markings. If a withdrawn claim is currently amended, its status in the claim 
listing may be identified as "withdrawn— currently amended." The text of all pending 
claims not being currently amended shall be presented in the claim listing in clean 
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version, i.e., without any markings in the presentation of text. The presentation of a 
clean version of any claim having the status of "original," "withdrawn" or "previously 
presented" will constitute an assertion that it has not been changed relative to the 
immediate prior version, except to omit markings that may have been present in the 
immediate prior version of the claims of the status of "withdrawn" or "previously 
presented." Any claim added by amendment must be indicated with the status of "new" 
and presented in clean version, i.e., without any underlining. 

See 37 CFR 1.121. Sample amendments and common question and answers 
are posted at: 

http://www.usDto.qov/web/offices/pac/dapp/oDla/preoqnotice/moreinfoamdtprach 
tm 

Here is some more information that directly from the Manual of Patent Examining 
Procedures (MPEP) about claims: 
Claims MPEP 608.01 (i) 
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37CFR 1.75. Claims 

(a) The specification must conclude with a claim particularly pointing out and distinctly claiming 
the subject matter which the applicant regards as his invention or discovery. 

(b) More than one claim may be presented provided they differ substantially from each other 
and are not unduly multiplied. 

(c) > One or more claims may be presented in dependent form, referring back to and further 
limiting another claim or claims in the same application. Any dependent claim which refers to more 
than one other claim ( "multiple dependent claim ") shall refer to such other claims in the alternative 
only. A multiple dependent claim shall not serve as a basis for any other multiple dependent claim. 
For fee calculation purposes under § 1 .16, a multiple dependent claim will be considered to be that 
number of claims to which direct reference is made therein. For fee calculation purposes also, any 
claim depending from a multiple dependent claim will be considered to be that number of claims to 
which direct reference is made in that multiple dependent claim. In addition to the other filing fees, 
any original application which is filed with, oris amended to include, multiple dependent claims must 
have paid therein the fee set forth in § 1.1 60. Qaims in dependent form shall be construed to includ* 
all the limitations of the claim incorporated by reference into the dependent claim. A multiple 
dependent claim shall be construed to incorporate by reference all the limitations of each of the 

particular claims in relation to which it is being considered< 
( d ) 

(1) The claim or claims must conform to the invention as set forth in the remainder of the 
specification and the terms and phrases used in the claims must find clear support or antecedent 
basis in the description so that the meaning of the terms in the claims may be ascertainable by 
reference to the description (See § 1.58(a).) 

(2) See § § 1.141 to 1.146 as to claiming different inventions in one application. 

(e) Where the nature of the case admits, as in the case of an improvement, any independent 
claim should contain in the following order: 

(1) A preamble comprising a general description of all the elements or steps of the claimed 

combination which are conventional or known, 

(2) A phrase such as "wherein the improvement comprises, " and 

(3) Those elements, steps, and /or relationships which constitute that portion of the claimed 
combination which the applicant considers as the new or improved portion. 

(f) If there are several claims, they shall be numbered consecutively in Arabic numerals. 

(g) The least restrictive claim should be presented as claim number 1, and all dependent claims 
should be grouped together with the claim or claims to which they refer to the extent practicable. 

(h) The claim or claims must commence on a separate physical sheet or electronic page. Any 
sheet including a claim or portion of a claim may not contain any other parts of the application or 
other material 

(0 Where a claim sets forth a plurality of elements or steps, each element or step of the claim 
should be separated by a line indentation. 


Forms of Claims MPEP 608.01 (m) 
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The claim or claims must commence on a separate physical sheet or electronic page and 

should appear after the detailed description of the invention. Any sheet including a claim or 

portion of a claim may not contain any other parts of the application or other material. 

While there is no set statutory form for claims, the present Office practice is to insist that 
each claim must be the object of a sentence starting with "I (or we) claim," c The invention 

claimed is" (or the equivalent). I£ at the time of allowance, the quoted terminology is not 

present, it is inserted by the Office of Patent Publication. Each claim begins with a capital 

letter and ends with a period. Periods may not be used elsewhere in the claims except for 

abbreviations. See Fressola v. Manbeck, 36 USPQ2d 121 1 (D.D.C. 1995). Where a 

claim sets forth a plurality of elements or steps, each element or step of the claim should 

be separated by a line indentation, 37 CFR 1 .75(i). 

There may be plural indentations to further segregate subcombinations or related steps. In 
general, the printed patent copies will follow the format used but printing difficulties or 
expense may prevent the duplication of unduly complex claim formats. 
Reference characters corresponding to elements recited in the detailed description and 
the drawings may be used in conjunction with the recitation of the same element or group 
of elements in the claims. The reference characters, however, should be enclosed within 
parentheses so as to avoid confusion with other numbers or characters which may appear 
in the claims. The use of reference characters is to be considered as having no effect on 
the scope of the claims. 

Many of the difficulties encountered in the prosecution of patent applications after final 
rejection may be alleviated if each applicant includes, at the time of filing or no later than 
the first reply, claims varying from the broadest to which he or she believes he or she is 
entitled to the most detailed that he or she is willing to accept. 

Claims should preferably be arranged in order of scope so that the first claim presented is 
the least restrictive. All dependent claims should be grouped together with the claim or 
claims to which they refer to the extent practicable. Where separate species are claimed, 
the claims of like species should be grouped together where possible. Similarly, product 
and process claims should be separately grouped. Such arrangements are for the purpose 
of facilitating classification and examination. 

The form of claim required in 37 CFR 1 .75(e) is particularly adapted for the description 

of improvement-type inventions. It is to be considered a combination claim. The preamble 

of this form of claim is considered to positively and clearly include all the elements or steps 

recited therein as a part of the claimed combination. 

For rejections not based on prior ait, see MPEP § 706.03. 

The following form paragraphs may be used to object to the form of the claims. 
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Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-3 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. These claims are considered improper because they do not 
include any transitional phrases. These claims are unclear to the examiner because 
there is not a transitional phrase separating the preamble, which has not been truly 
defined, from the body of the claim. As a result, the examiner is not able to determine 
the "Metes and Bounds" of these claims. Please see MPEP 21 1 .03 below. Claims 2 & 
3 are also rejected because they depend on claim 1 . 
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The transitional phrases "comprising" "consisting essentially of and "consisting of 9 define 
the scope of a claim with respect to what unrecited additional components or steps, if any, 
are excluded from the scope of the claim 

The transitional term "comprising", which is synonymous with "including," "containing," or 
"characterized by," is inclusive or open-ended and does not exclude additional, unrecited 
elements or method steps. See, e.g., > Mars Inc. v. H.J. Heinz Co., 317 F.3d 1369, 
1376, 71 USPQ2d 1837, 1843 (Fed. Cir. 2004) ('like the teim comprising,' the terms 
containing' and mixture' are open- ended."). < Invitrogen Corp. v. Biocrest Mfg., L.P., 
327 F.3d 1364, 1368, 66 USPQ2d 1631, 1634 (Fed. Cir. 2003) ( 4 The transition 
comprising' in a method claim indicates that the claim is open-ended and allows for 
additional steps."); Genentech, Inc. v. Chiron Corp., 1 12 F.3d 495, 501, 42 USPQ2d 
1608, 1613 (Fed. Cir. 1997) ("Comprising" is a term of art used in claim language which 
means that the named elements are essential, but other elements may be added and still 
form a construct within the scope of the claim); Moleculon Research Corp. v. CBS, 
Inc., 793 F.2d 1261, 229 USPQ 805 (Fed. Cir. 1986); In re Baxter, 656 F.2d 679, 
686, 210 USPQ 795, 803 (CCPA 1981); Ex parte Davis, 80 USPQ 448, 450 (Bd. 
App. 1948) ("comprising" leaves "the claim open for the inclusion of unspecified 
ingredients even in major amounts"). >In Gillette Co. v. Energizer Holdings Inc. , 405 
F.3d 1367, 1371-73, 74 USPQ2d 1586, 1589-91 (Fed. Cir. 2005), the court held that a 
claim to "a safety razor blade unit comprising a guard, a cap, and a group of first, second, 
and third blades" encompasses razors with more than three blades because the transitional 
phrase "comprising" in the preamble and the phrase "group of are presumptively open- 
ended. 'The word comprising' transitioning from the preamble to the body signals that 
the entire claim is presumptively open-ended." Id In contrast, the court noted the phrase 
"group consisting of is a closed term, which is often used in claim drafting to signal a 
"Markush group" that is by its nature closed. Id. The court also emphasized that 
reference to "first," "second," and "third" blades in the claim was not used to show a 
serial or numerical limitation but instead was used to distinguish or identify the various 
members of the group. Id.< 
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The transitional phrase "consisting of excludes any element, step, or ingredient not 
specified in the claim In re Gray, 53 F.2d 520, 1 1 USPQ 255 (CCPA 1931); Ex 
parte Davis, 80 USPQ 448, 450 (Bd. App. 1948) ("consisting of 5 defined as "closing 
the claim to the inclusion of materials other than those recited except for impurities 
ordinarily associated therewith.")- But see Norian Corp. v. Stiyker Corp,, 363 F.3d 
1321, 1331-32, 70 USPQ2d 1508, 1516 (Fed. Cir. 2004) (holding that a bone repair 
kit "consisting of claimed chemicals was infringed by a bone repair kit including a spatula 
in addition to the claimed chemicals because the presence of the spatula was unrelated to 
the claimed invention). A claim which depends from a claim which "consists of the 
recited elements or steps cannot add an element or step. When the phrase "consists of 
appeal's in a clause of the body of a claim, rather than immediately following the 
preamble, it limits only the element set forth in that clause; other elements are not 
excluded from the claim as a whole. Mannesmann Demag Corp. v. Engineered Metal 
Products Co. } 793 F.2d 1279, 230 USPQ 45 (Fed. Cir. 1986). >See also In re Crish, 
393 F.3d 1253, 73 USPQ2d 1364 (Fed. Cir. 2004) (The claims at issue "related to 
purified DNA molecules having promoter activity for the human invohicrin gene (hINV)." 
Id, 73 USPQ2d at 1365. In determining the scope of applicant's claims directed to "a 
purified oligonucleotide comprising at least a portion of the nucleotide sequence of SEQ 
ID NO:l wherein said portion consists of the nucleotide sequence from ... to 2473 of 
SEQ ID NO:l, and wherein said portion of the nucleotide sequence of SEQ ID NO:l 
has promoter activity " the court stated that the use of "consists" in the body of the claims 
did not limit the open-ended "comprising" language in the claims (emphases added). Id. at 
1257, 73 USPQ2d at 1367. The court held that the claimed promoter sequence 
designated as SEQ ID NO:l was obtained by sequencing the same prior art plasmid and 
was therefore anticipated by the prior art plasmid which necessarily possessed the same 
DNA sequence as the claimed oligonucleotides. Id. at 1256 and 1259, 73 USPQ2d at 
1366 and 1369.The court affirmed the Board's interpretation that the transition phrase 
"consists" did not limit the claims to only the recited numbered nucleotide sequences of 
SEQ ID NO:l and that "the transition language comprising' allowed the claims to cover 
the entire involucrin gene phis other portions of the plasmid, as long as the gene contained 
the specific portions of SEQ ID NO:l recited by the claim[s]" Id. at 1256, 73 USPQ2d 
atl366.< 

The transitional phrase "consisting essentially of limits the scope of a claim to the 
specified materials or steps "and those that do not materially affect the basic and novel 
characteristic(s)" of the claimed inventioa In re Herz, 537 F.2d 549, 55 1-52, 
190 USPQ 461, 463 (CCPA 1976) (emphasis in original) (Prior art hydraulic fluid 
required a dispersant which appellants argued was excluded from claims limited to a 
functional fluid "consisting essentially of certain components. In finding the claims did not 
exclude the prior art dispersant, the court noted that appellants' specification indicated the 
claimed composition can contain any well-known additive such as a dispersant, and there 
was no evidence that the presence of a dispersant would materially affect the basic and 
novel characteristic of the claimed invention. The prior art composition had the same 
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construed as equivalent to "comprising." See, e.g., PPG, 156 F.3d at 1355, 48 
USPQ2d at 1355 ("PPG could have defined the scope of the phrase consisting 
essentially of for purposes of its patent by making clear in its specification what it 
regarded as constituting a material change in the basic and novel characteristics of the 
invention.")- See also AK Steel Corp. v. Sollac, 344 F.3d 1234, 1240-41, 68 USPQ2d 
1280, 1283-84 (Fed. Cir. 2003) (Applicant's statement in the specification that "silicon 
contents in the coating metal should not exceed about 0.5% by weight" along with a 
discussion of the deleterious effects of silicon provided basis to conclude that silicon in 
excess of 0.5% by weight would materially alter the basic and novel properties of the 
invention. Thus, "consisting essentially of as recited in the preamble was interpreted to 
permit no more than 0.5% by weight of silicon in the aluminum coating.); In re 
Janakirama-Rao, 317 F.2d 951, 954, 137 USPQ 893, 895-96 (CCPA 1963). If an 
applicant contends that additional steps or materials in the prior art are excluded by the 
recitation of "consisting essentially o£" applicant has the burden of showing that the 
introduction of additional steps or components would materially change the 
characteristics of applicant's invention. In reDe Lajarte, 337 F.2d 870, 143 USPQ 
256 (CCPA 1964). See also Ex parte Hoffman, 12 USPQ2d 1061, 1063-64 (Bd. 
Pat. App. & Inter. 1989) ("Although consisting essentially of is typically used and 
defined in the context of compositions of matter, we find nothing intrinsically wrong with 
the use of such language as a modifier of method steps. . . [rendering] the claim open only 
for the inclusion of steps which do not materially affect the basic and novel characteristics 
of the claimed method. To determine the steps included versus excluded the claim must be 
read in Kght of the specificatioa . . . [I]t is an applicant's burden to establish that a step 
practiced in a prior art method is excluded from his claims by consisting essentially of 
language."). 

OTHER TRANSITIONAL PHRASES 

Transitional phrases such as "having" must be interpreted in light of the specification to 
determine whether open or closed claim language is intended. See, e.g., Lampi Corp, v. 
American Power Products Inc., 228 F.3d 1365, 1376, 56 USPQ2d 1445, 1453 (Fed. 
Cir. 2000) (The term "having" was interpreted as open terminology, allowing the inclusion 
of other components in addition to those recited); Crystal Semiconductor Corp. v. 
TriTech Microelectronics Int 'line, 246 F.3d 1336, 1348, 57 USPQ2d 1953, 1959 
(Fed. Cir. 2001) (term "having" in transitional phrase "does not create a presumption that 
the body of the claim is open"); Regents of the Univ. of Cal v. Eli Lilly & Co., 1 19 
F.3d 1559, 1573, 43 USPQ2d 1398, 1410 (Fed. Cir. 1997) (In the context of a cDNA 
having a sequence coding for human PI, the term "having" still permitted inclusion of other 
moieties.). The transitional phrase "composed of has been interpreted in the same manner 
as either "consisting of or "consisting essentially o£" depending on the facts of the 
particular case. See AFG Industries, Inc. v. Cardinal IG Company, 239 F.3d 1239, 
1245, 57 USPQ2d 1776, 1780-81 (Fed. Cir. 2001) (based on specification and other 
evidence, "composed of interpreted in same manner as "consisting essentially of); In re 
Bertsch, 132 F.2d 1014, 1019-20, 56 USPQ 379, 384 (CCPA 1942) ("Composed of 
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may raise a question as to the limiting effect of the language in a claim are: 

(A) " adapted to " or "adapted for " clauses; 

(B) " wherein " clauses; and 

(C) " whereby " clauses. 

The deteimination of whether each of these clauses is a limitation in a claim depends 
on the specific facts of the case. JnHoffer v. Microsoft Corp., 405 F.3d 1326, 1329, 
74 USPQ2d 1481, 1483 (Fed. Cir. 2005), the court held that when a "whereby' clause 
states a condition that is material to patentability, it cannot be ignored in order to change 
the substance of the inventioa" Id. However, the court noted (quoting Minton v. Nat 7 
Ass 'n of Securities Dealers, Inc., 336 F.3d 1373, 1381, 67 USPQ2d 1614, 1620 (Fed. 
Cir. 2003)) that a 'Nvhereby clause in a method claim is not given weight when it simply 
expresses the intended result of a process step positively recited.'" V#.< 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1*3 are rejected under 35 U.S.C. 102(b) as being anticipated by Tillman, 
Sr. (U.S. Patent Number 5,971,761). Referring to claim 1, Tillman, Sr. discloses a 
talking (auditory) floor mat learning tool (educational electronic baby mat) with 
prerecorded messages (abstract: preprogrammed sound). 

Referring to claim 2, Tillman, Sr. discloses said floor mat in claim 1 combining an audio 
box with prerecorded messages (column 4 lines 44-48). 

Referring to claim 3, Tillman, Sr. discloses said audio box in claim 2 combining a battery 
pack (column 4 lines 51-57 & Fig. 4). 
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Citation of Pertinent Prior Art 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Love (U.S. Publication Number 2003/0099919) teaches where a toy is an electronic mat 
(Figs. 4A-4C). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kesha Frisby whose telephone number is 571-272- 
8774. The examiner can normally be reached on Mon. - Wed. 7-3pm, Thu. 6:30-4pm & 
Fri. 7-4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Olszewki can be reached on 571-272-6678. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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